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U.S. Patent Documents 



DOCUMENT 
NUMBER 

Number-Kind Code (if known) 


DATE 


NAME 


4,648,037 


03/13/1987 


Valentino 


4,713,755 


12/15/1987 


Worley et al. 


5,128,859 


07/07/1992 


Carbone et al. 


5,181,162 


01/19/1993 


Smith 


5,182,705 


01/26/1993 


Barr et al. 


5,241,664 


08/31/1993 


Ohba et al. 


5.367,619 


11/22/1994 


Dipaolo et al. 


5,392,428 


02/21/1995 


Rabins 


5,420,973 


05/30/1995 


Dagdeviren 


5,445,653 


08/29/1995 


Hixson et al. 


5,523,942 


06/04/1996 


Tyler et al. 


5,530,861 


06/25/1996 


Diannant 


5,581,682 


12/30/1996 


Anderson et al. 


5,592,611 


01/07/1997 


Midgely et al. 


5,632,015 


05/20/1997 


Zimowski et al. 


5,640,501 


06/17/1997 


Turpin 


5,655,085 


08/05/1997 


Ryan et al. 


5,664,109 


09/02/1997 


Johnson et al. 


5,671,360 


09/23/1997 


Hambrick et al. 


5,675,745 


10/07/1997 


Oku et al. 


5,687,385 


11/11/1997 


Janay 


5,701,400 


12/23/1997 


Amado 


5,721,913 


02/24/1998 


Ackroff 


5,721,940 


02/24/1998 


Luther 


5,724,575 


03/03/1998 


Hoover 


5,726,884 


03/10/1997 


Sturgeon et al. 


5,742,836 


04/21/1998 


Turpin 


5,752,055 


05/12/1998 


Red path et al. 


5,768,506 


06/16/1998 


Randell 


5.799,297 


08/25/1998 


Goodridge et al. 


5,809,318 


09/15/1998 


Tivette et al. 


5.826,020 


10/20/1998 


Randell 


5,826,237 


10/20/1998 


MacRae et al. 


5,826,239 


10/20/1998 


Du et al. 


5.836,011 


11/10/1998 


Hambrick et al. 


5,845,289 


12/01/1998 


Baumeister et al. 


5,867,385 


02/02/1999 


Brown 


5,870,711 


02/09/1999 


Huffman 


5.884,256 


03/16/1999 


Bennett et al. 


5.920,696 


07/06/1999 


Brandt et al. 


5.946,694 


03/31/1999 


Copeland et ai. 


5,956,687 


09/21/1999 


Wamsley et al. 


5.970,464 


10/19/1999 


Apte et al. 


5,991,733 


11/23/1999 


Aleia et al. 


6,003,007 


12/14/1999 


DIRienzo 
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08/30/2005 


Walker et al 


7.065,504 


06/20/2006 


Sakuma et al. 


7,076.504 


07/11/2006 


Handel 


7,194,679 


03/20/2007 


Green 


2002/0035488 


03/21/2002 


Aquiklia et al. 


2002/0188674 


12/12/2002 


Brown et al. 


2003/0009357 


01/09/2003 


Pish 


2005/0246206 


11/03/2005 


Obora et al. 
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Foreign Patent Documents 



DOCUMENT 
NUMBER 

Number-Kind Code (if known) 


DATE 


COUNTRY 


JP 11-353234 


12-1999 


Japan 


WO 2000/67182 A2 


11-2000 


WO 



Non-Patent Literature 



"AFLAC cuts processing time with object system. (American Family Life Assurance, Portable 
Systems Technology's Smartlmage insurance processing automation system) (Company 
Operations). Christy Tauhert. Insurance & Technology 22.n6{June 1997): pp25(2) abstract 
"Case study: Advantage. (Motorists Insurance Companies uses Advantage, a business-rule 
DBMS developed in-house, to manage quoting, data entry, rating and other core 
processes)(Data Architect) (Company Operations). John Milligan. Database Programming & 

Design 10.n12(Dec. 1997): pp17(3) 

"Image-Enabled App Streams Workflow for Gerling Re.(Gerling Global Reinsurance's use of 
keyFile's document management software and insurance Software and Systems' SICS 
insurance record-keeping software)(Product InformationJ./nsurance & Technology{Feb. 1, 

1997): pNA(1).(839 words) 

"John Hancock streamlines legacy systems with objects. (John Hancock Mutual Life 
lnsurance)(Company Operations). Paul Way. Insurance & Technology 22.r\9(Sepl 

1997):pp 24(1) abstract 

Bandat, K, "Document Based Customization and Adaptation of Process" IBM Technical 

Disclosure Bulletin, Sept. 1994. pp 629-630 

Engel, James D., "Technology in claims management", Risk Management, Dec. 1995 v42 

n12 p13(3) 

Fisher, Susan, E., "Insurer streamlines info gathering" (Client/Server Deployment: Arkwright 

Mutual Insurance) PC Week, Nov. 15, 1993 vIO n45 p. 8(2) 

Held, Jeffrey J., Network Computing Practice, "GroupWare In Investment Banking: Improving 
Revenue and Deal Flow", GroupWare '92, Edited by David D. Coleman, The Conference 
Group, Morgan Kaufmann Publishers, pp. 461-464 

Hung K. Sun Y. Rose T. "A dynamic business object architecture for an insurance industrial 
project." Proceedings of International Conference on Object Oriented Information Systems, 

(OOIS'97). Brisbane. Old., Australia 10-12 Nov. 1997, Published 1998, abstract 

International Search Report dated 8/8/02 for PCT/USOO/12508 

International Search Report dated 9/12/02 for PCT/USOO/12238 

Kappel, G. et al., "Coordination in Workflow Management Systems A Rule-Based Approach". 
Department of Information Systems, University of Linz, A-4040 LInz, Austria, pp. 99-1 19 
Koehler SH, "Proceedings of OBJECT EXPO '94. New York. NY. USA 6-10 June 1994, 

Published 1994, abstract 

Korzeniowski, Paul, "Workflow software automates processes; passing messages on 
network platform helps CareAmerica process insurance claims" (use of workflow software to 
streamline business processes) (Client/Service Computing). Software Magazine, Feb. 1993 

v13n3 p73(4) 

Medina-Mora, "Action Workflow™ Technology and Applications for Groupware" GroupWare 
'92, Edited by David D. Coleman, The Conference Group. Morgan Kaufmann Publishers , 

pp. 165-167 

Nilsson, Y. "TFM: a tool for task flow management." Philips Telecommunication and Data 

Systems.Review, vol. 47, no. 4, Dec. 1989. pp. 33-46. Netherlands. Abstract 

"Primavera Extends Lead in High-End Project Management Software," Business Wire. 4/4/95 
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"Primavera Products and Solutions," www.primavera.com/products/p3.html . downloaded 

fromnnternet 2/2/01, 2 pages 

Stickel E., "Competitive product development in the financial services industry-a knowledge- 
based approach" International Journal of Intelligent Systems in Accounting, Finance and 

Management, vol. 4, no. 4, Dec. 1995, pp. 273-87, abstract 

Sutherland, RW, "TABLE Driven Health Insurance Claim Preparation" IBM Technical 

Disclosure Bulletin, July 1986, abstract 

Todd. G. et al., "Microsoft Exchange Server 5.5, 556 pages 

Tombros, Dimitrios et al., "Semantics of Reactive Components in Event-Driven Workflow 
'Execution", Institut for Informatic, Universitat Zurich, Advanced Information systems 
Engineering, 9*^ International Conference, SAiSE'97, Barcelona.Catalonia, Spain, June 16- 

20, 1997 Proceedings, pp. 409-422 

Winograd, Terry, "Groupware And The Emergence of Business Technology", GroupWare 
'92, Edited by David D. Coleman, The Conference Group, Morgan Kaufmann Publishers, pp. 

69-72 

"Report on the Filing or Determination of an Action Regarding a Patent or Trademark," 
identifying U.S. Patent No. 7,013,284 B2 asserted in Accenture Global Services GmbH, etal. 

V. Guidewire Software, Inc., Dkt. No. 07cv826, D. Del. 12/18/07. 

"Answer and Counterclaims," filed on February 6, 2008 in lawsuit asserting U.S. Patent No. 
7,013,284 B2, captioned Accenture Global Services GmbH, etal. v. Guidewire Software, 
Inc., Dkt. No. 07cv826, D. Del. 12/18/07. 



COMMONLY-OWNED PATENTS AND APPLICATIONS 

In accordance with the duty of disclosure under 37 C.F.R. §1.56 and 
§§1.97-1.98, and nriore particularly in accordance with 37 C.F.R. §1. 97(c), 
Assignee hereby submits the following information relating to issued patents and 
applications that are commonly owned, claim priority to the same filing date, and 
disclose common subject matter: 



A. ISSUED PATENTS 

Assignee submits that the following applications have been issued: 
Serial No. 09/305,331 filed 05/04/99 (now, U.S. Pat. No. 7,013,284); 
Serial No. 09/305,816 filed 05/04/99 (now, U.S. Pat. No. 6,574,636); 
Assignee previously requested the Examiner to review the claims to verify that no 
double patenting concerns exist. Assignee also invites the Examiner to review 
the prosecution histories of the above issued patents as listed below and in the 
PIG 1449, which may include adverse decisions by patent examiners and 
substantive responses by Assignee. Assignee points out that U.S. Pat. No. 
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7,013,284 Is the subject of a lawsuit. A copy of the Notice of the suit filed with 
USPTO and a copy of the "Answer and Counterclaims" are listed above and in 
the PTO-1449. 



B. PATENT APPLICATIONS 

Assignee invites the Examiner to review the pending claims to verify that 
no double patenting concerns exist and to review prosecution histories of the 
applications as listed below and in the PTO 1449, which may include adverse 
decisions by patent examiners and substantive responses by Assignee. 

Serial No. 09/305,146 filed 05/04/99 (pending); 

Serial No. 09/305,228 filed 05/04/99 (abandoned); 

Serial No. 09/305,817 filed 05/04/99 (abandoned); 

Serial No. 11/017,086 filed 12/20/04, claiming benefit of 05/04/99 
(pending); 



Non-Patent Literature - Prosecution Histories 

The prosecution history of U.S. Patent Application No. 09/305,228 shown in the attached 
Patent Application Retrieval file wrapper document list, printed April 3, 2008, including each 

substantive office action and applicant response. 

The prosecution history of U.S. Patent Application No. 1 1/017,086 shown in the attached 
Patent Application Retrieval file wrapper document list, printed April 3, 2008, including each 

substantive office action and applicant response 

Office Action, mailed February 26, 2001, for commonly owned U.S. Application No. 
09/305,228. 

August 27, 2001 Response to Office Action mailed February 26, 2001, for commonly owned 

U.S. Application No. 09/305,228. 

Office Action, mailed October 18, 2001, for commonly owned U.S. Application No. 

09/305,228. 

January 18, 2002 Response to Office Action, mailed October 18, 2001, for commonly owned 

U.S. Application No. 09/305,228. 

Office Action, mailed March 1, 2002, for commonly owned U.S. Application No. 09/305.228. 
July 1, 2002 Response to Office Action, mailed March 1, 2002, for commonly owned U.S. 

Application No. 09/305,228. 

Office Action, mailed April 9, 2002. for commonly owned U.S. Application No. 09/305,228. 
Office Action, mailed September 11, 2002, for commonly owned U.S. Application No. 
09/305,228. 

March 1 1 , 2003 Response to Office Action mailed September 11, 2002, for commonly owned 

U.S. Application No. 09/305.228. 

Office Action, mailed June 4, 2003, for commonly owned U.S. Application No. 09/305,228. 
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October 6, 2003 Response to Office Action mailed June 4, 2003, for commonly owned U.S. 

Application No. 09/305,228. 

Office Action, mailed October 22, 2003, for commonly owned U.S. Application No. 
09/305.228. 

February 20, 2004 Response to Office Action mailed October 22, 2003, for commonly owned 

U.S. Application No. 09/305,228. 

Office Action, mailed May 13, 2004, for commonly owned U.S. Application No. 09/305,228. 
Office Action, mailed November 16, 2004, for commonly owned U.S. Application No. 

09/305,228. 

Office Action, mailed August 13, 2001, for commonly owned U.S. Application No. 
09/305,817. 

February 12, 2002 Response to Office Action, mailed August 13, 2001, for commonly owned 

U.S. Application No. 09/305,817. 

Office Action, mailed March 22, 2002, for commonly owned U.S. Application No. 09/305,817. 
October 8, 2002 Response to Office Action, mailed March 22, 2002, for commonly owned 

U.S. Application No. 09/305,817. 

Office Action, mailed December 20, 2002, for commonly owned U.S. Application No. 

09/305,817. 

June 20, 2003 Response to Office Action, mailed December 20, 2002, for commonly owned 

U.S. Application No. 09/305,817. 

Office Action, mailed July 22, 2003, for commonly owned U.S. Application No. 09/305,817. 
Office Action, mailed April 6, 2004, for commonly owned U.S. Application No. 09/305,817. 
Office Action, mailed March 14, 2001, for commonly owned U.S. Application No. 09/305,331. 
September 14, 2001 Response to Office Action, mailed March 14, 2001 , for commonly 

owned U.S. Application No. 09/305,331. 

Office Action, mailed December 3, 2001, for commonly owned U.S. Application No. 

09/305,331. 

Office Action, mailed August 14, 2002, for commonly owned U.S. Application No. 

09/305.331. 

November 14, 2002 Response to Office Action, mailed August 14, 2002, for commonly 

owned U.S. Application No. 09/305,331. 

Office Action, mailed December 20, 2002, for commonly owned U.S. Application No. 

09/305,331. 

Office Action, mailed March 4, 2003, for commonly owned U.S. Application No. 09/305,331. 
February 20, 2003 Response to Office Action, mailed December 20. 2002. for commonly 

owned U.S. Application No.^ 09/305,331. 

Office Action, mailed June 30, 2003, for commonly owned U.S. Application No. 09/305,331. 
September 22, 2003 Response to Office Action, mailed June 30, 2003, for commonly owned 

U.S. Application No. 09/305,331. 

Office Action, mailed December 3. 2003, for commonly owned U.S. Application No. 

09/305,331. 

January 5, 2004 Response to Office Action, mailed December 3, 2003, for commonly owned 

U.S. Application No. 09/305.331. 

February 2. 2004 Response to Office Action, mailed December 3, 2003, for commonly 
owned U.S. Application No. 09/305,331. 

Office Action, mailed March 21, 2001, for commonly owned U.S. Application No. 09/305.816. 
September 21. 2001 Response to Office Action, mailed March 21, 2001, for commonly 

owned U.S. Application No. 09/305.816. 

Office Action, mailed November 23, 2001 for commonly owned U.S. Application No. 
09/305,816. 

April 19, 2002 Response to Office Action, mailed November 23. 2001 for commonly owned 
U.S. Application No. 09/305,816. 
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Office Action, Notice of Allowability, mailed May 3, 2002 for commonly owned U.S. 
Application No. 09/305,816. 

Assignee is enclosing Form PTO-1449 (six sheets), along with a copy of 
each listed reference for which a copy is required under 37 C.F.R. §1. 98(a)(2). 
Assignee assumes that prosecution history documents available in electronic 
image file wrapper on PAIR need not be provided, as they are readily available to 
the Examiner. As such only prosecution history documents not available on the 
PAIR image file wrapper are provided. An English language abstract is provided 
for JP 11-353234, pursuant to 37 C.F.R. §1. 98(a)(3). 

Assignee respectfully requests the Examiner's consideration of the above 
reference(s) and entry thereof into the record of this application. 

By submitting this Statement, Assignee is attempting to fully comply with 
the duty of candor and good faith mandated by 37 C.F.R. §1.56. As such, this 
Statement is not intended to constitute an admission that any of the enclosed 
references, or other information referred to therein, constitute "prior art" or is 
otherwise "material to patentability," as that phrase is defined in 37 C.F.R. 
§1. 56(a). 

Assignee has calculated no fee to be due in connection with the filing of 
this Statement. However, the Director is authorized to charge any fee deficiency 
associated with the filing of this Statement to a deposit account, as authorized in 
the Transmittal accompanying this Statement. 



Respectfully submitted 



Date 



April 10, 2008 




